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DETAILED ACTION 

• This action is responsive to the following communication: an Amendment filed on 5/10/05. 

• Claims 1-35 are pending in application. 

Response to Amendment 

The affidavit filed on 4/27/05 under 37 CFR 1.131 is sufficient to overcome the US 6377758 to 
OuYang) reference. 

Response to Arguments 

Applicant's arguments, see page 2 of Affidavit Under 37 CFR 1.131, filed 4/27/05, with respect 
to the rejection(s)of claim(s) 1-5, 12-13, 21 and 35 under 102(e) have been fully considered and 
are persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of newly found prior art reference 
(see prior art rejections below for details). 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 13, and 28 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which apphcant regards as 
the invention. Limitations as cited in claims 13 and 28 are unclear and confusing. The examiner 
is unclear whether "first image" is generated from a personal computer and/or from other 
external sources. Clarification is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defmed in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-5, 21, 35 are rejected under 35 U.S.C. 102(e) as being anticipated by Moscato et al (US 
6335978). 

Regarding claim 1, Moscato discloses a system (system 10 for verifying document, fig. 1) 
for verifying a document comprising: 

• first means (RIP 1 1 for providing image data, fig. 1) for providing a first electronic image 
(original image 13, fig. 1) of a document; 

• second means (imaging device 15, fig. 1) for providing a second electronic image (printed 
image 21, fig. 1) of a document; and 

• third means (comparison device 12 for comparing original image 13 and printed image 21, fig. 
1, col, 3, lines 35-65) for comparing said first and second electronic images and providing an 
output (output response 22 as shown in fig, 1, col. 3, lines 35-65) response thereto. 

Regarding claim 2, Moscato further discloses the invention of claim 1 wherein said 
second image is derived from said first image (image 21 is derived from original image 13 via 
printer 15, fig. 1, col. 3, lines 35-65). 

Regarding claim 3, Moscato further discloses the invention of claim 1 wherein said 
second means includes a scanner (scanner 20, fig. 1, and scanner 20 can also be incorporated 
within printer 15, fig, 3). 
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Regarding claim 4, Moscato further discloses the invention of claim 3 wherein said 
second means includes a printer (printer 15, figs. 1 and 3). 

Regarding claim 5, Moscato further discloses the invention of claim 4 wherein said 
scanner (scanner 20, fig. 1, and scanner 20 can also be incorporated within printer 15, fig. 3) is 
mounted to scan a document printed by said printer to provide said second image. 

Regarding claim 21, Moscato further discloses a system (system 10 for verifying 
document, fig. 1) for verifying a printed document comprising: 

• a computer (RIP 1 1 for providing image data, fig. 1) for providing a first electronic image 
(original image 13, fig. 1) of a document; 

• a printer (imaging device 15, fig. 1) coupled to said computer; 

• a scanner (scanner 20, fig. 1) adapted to scan a document printed by said printer to provide a 
second electronic image (printed image 21, fig. 1) of said document; and 

• software (comparison device 12, fig. 1, and inherently, comparison device 12 includes a 
computer instruction program for comparing original image with printed image) for comparing 
said first and second electronic images (comparison device 12 for comparing original image 13 
and printed image 21, fig. 1, col. 3, lines 35-65) and providing an output response thereto (output 
response 22 as shown in fig. 1, col. 3, lines 35-65). 
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Regarding claim 35: Claim 35 is a method that corresponding to the apparatus and recite 
limitations that are similar and in the same scope of invention as to those in claim 1 ; therefore, 
claim 35 is rejected for the same rejection rationale^asis as described in claim 1 above. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 6-8, 22-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Moscato as 
described in claims 1-5 above, and in view of Bolle et al (U.S. 5963656). 

Regarding claim 6, Moscato does not expressly disclose a verification system includes 
means for adding a fingerprint to an image. 

Bolle, in the same field of endeavor for verification system, teaches a verifying includes 
means for adding a fingerprint to an image (fig. 7 shows a verification system for adding a 
fingerprint taking by camera 760 onto the document, col. 5, lines 18-28). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to modify print system of Moscato to include a means for adding a fingerprint to an 
image as jper teachings of Bolle because of a following reason: (•) to add more security to the 
confidential documents by incorporating fingerprints onto the documents as being processed by 
Moscato. 

Therefore, it would have been obvious to combine Moscato with Bolle to obtain the 
invention as specified in claim 6. 
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Regarding claim 7, Bolle further teaches means for printing said fingerprint on said 
document (documents with fingerprint, col. 5, lines 18-28). 

Regarding claim 8, Bolle further teaches a scanner is adapted to scan said fingerprint and 
provide a fingerprint output signal in response thereto (scanner 765, fig. 7). 

Regarding claims 22-24 recite limitations that are similar and in the same scope of 
invention as to those in claims 6-8 above; therefore, claims 22-24 are rejected for the same 
rejection rationale/basis as described in claims 6-8. 

Claims 9 & 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Moscato and 
Bolle as described in claims 6-8 and 22-24 above, and further in view of Yamaguchi et al (U.S. 
5390003). 

Regarding claims 9 & 25, the combinations of Moscato and Bolle does not teach a means 
responsive for inhibiting printer. 

Yamaguchi, in the same field of endeavor for verification system, teaches a means 
responsive for inhibiting printer (abstract, cols. 2-4). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to modify the inventions of Moscato and Bolle to include a means responsive for 
inhibiting printer as per teachings of Yamaguchi because of a following reason: (•) to prevent 
unauthorized reproduction of confidential contents/documents (Yamaguchi, abstract and cols. 2- 
4), please refer to claim 6 for additional motivation. 

Therefore, it would have been obvious to combine Moscato, Bolle with Yamaguchi to 
obtain the invention as specified in claims 9 & 25. 

Claims 10-20, 26-34 are rejected under 35 U.S.C. 103(a) as being unpatentable over Moscato as 
described in claim 1 above, and in view of Yamaguchi et al (U.S. 5390003). 

Regarding claims 10-11, Moscato does not expressly disclose wherein a printing system 
including means for detecting print restriction and to disable the printing of confidential contents. 
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Yamaguchi, in the same field of endeavor for printing system, teaches that it is well 
known in the art at the time of the invention an image forming apparatus including a means for 
detecting print restriction and to disable the printing of confidential contents (image forming 
apparatus includes means for preventing and prohibiting confidential contents such as money to 
be reproduced, abstract and cols. 2-4). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to modify printing system of Moscato to include a means for detecting print restriction 
and to disable the printing of confidential contents as per teachings of Yamaguchi because of a 
following reason: (•) to prevent unauthorized reproduction of confidential contents/documents 
(Yamaguchi, abstract and cols. 2-4). 

Therefore, it would have been obvious to combine Moscato with Yamaguchi to obtain the 
invention as specified in claims 10-11. 

Regarding claims 12-13, Yamaguchi further discloses first means includes a personal 
computer, and wherein first image is provided to said computer via a network (personal 
computer and network is widely known and available in the art, see fig. 1). 

Regarding claim 14, Yamaguchi further discloses communication network is Internet 
(fig. 4). Internet communications are widely available and known in the art. 

Regarding claims 15-17, Yamaguchi further discloses wherein said software is stored in 
memory in scanner, computer, and printer (it is known in the art that all scanners, printers, and 
computers contain storage memory for storing computer programs, figs. 4-5, cols. 2-4). 

Regarding claims 18-20, a method and/or system for converting image into text (OCR, 
optical converting image into texts are widely known in the art and also admitted by the 
applicant). 




/ 
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Regarding claims 26-27 recite limitations that are similar and in the same scope of 
invention as to those in claims 10-11 above; therefore, claims 26-27 are rejected for the same 
rejection rationale/basis as described in claims 10-11. 

Regarding claims 28-29 recite limitations that are similar and in the same scope of 
invention as to those in claims 14 above; therefore, claims 28-29 are rejected for the same 
rejection rationale/basis as described in claims 14. 

Regarding claims 30-34 recite limitations that are similar and in the same scope of 
invention as to those in claims 16-20 above; therefore, claims 30-34 are rejected for the same 
rejection rationale/basis as described in claims 16-20. 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Thierry L, Pham whose telephone number is (571) 272-7439. The 
examiner can normally be reached on M-F (9:30 AM - 6:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore can be reached on (571)272-7437. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306, 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) aL866-2 17-9 197 (toll-free). 



Conclusion 



Thierry L. Pham 





